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AMENDMENT 

In response tn the Notice of Allowance of March 5, 2001, pkase amend die above- 
identified application as follows: 

Amendments to the; Claims are Deflected in the listing of claims which begins on page 3 

of this paper. 

Rcmarks/Aigiunentt begin on page 7 of this papf r. 

Applicant received a Notice of Allowance, mailed on March r i, 2UU4. In the Notice, the 
Examiner allowed only claim 23, which the Examiner rewrote by m Examiner Amendment, 
Applicant hereby cancels claims 12-14 and 23 in the present application, and files a terminal 
disclaimer to overcome the obviousness-type double patenting rejection of claims 1-1 1, 15-22 
and 24-26. Applicant submits herewith a. Request, for Continued Exarninalion. 
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BACKGROUND 

Iu the Office ActUm, mailed on April 3, 2001, paper no. 6, the Office rejected claims I ~ 
1? as being Allegedly obvious in view of de Boer (SPE Production & Facilities 1995) and 
C^lnttbm (US. patent no. 5,853,994). The Office »fcn rejected claims 1-11, 1 5-22, and 24- 
26 under the. jndiculh/ created doctrine of obvtousness-type. double patenting as being allegedly 
unpatentable overclaims 1-20 of U.S. patent no. 5,96?, W7. Applicant appealed tb« Office's 
final rejections of the claims to die Board of Patent Appeals ami Interfaces. On November 
25, 2003, the Hoard rendered its decision in favor of Applicant -with respect to the obviousness 
rejection uf claims HP. The Board, however, sustained the double patenting rejection of 
claims 1-11, and 24 26. Subsequently, the Office issued a Notice of AUowanceiu which 
the Office allowed only an amended daim 23. Claim 23 was iunendfid by an Examiner's 
Amendment. 
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ft wt^num^ die Claims: 
This lfctingcrfcto 
application: 



1. (Previously Ptcselited) A method far measuring the agglomerate s^te of 
aaphaltenee In oil amuminfi asphalts, conning applying to tin-, oil a scries of pulae* of 
acoustic energy, c*ch pulse comprising ^uusUc energy at multiple latencies, thereby 
s^ttr^gatleas^^^^^ Wchof aphirality ulpilaain theeeries, die 
scattered acoustic eiiecgy tn produce amplitude vwrnVtimc daw? resolving the. amplitude versus 
time data to obtain a magnitude of the detected scattered acoustic energy at elected 
frequencies? averaging over the plurality of pulses the magnitude for each pul* at each selected 
ucqncncy > and detfinniniiie horn the averaging the aggbmcrative state of the asphaltencs. 

2. (Previously Presented) A method as sei forth in claim 1 therein the selected 
frequencies comprise at least three different frequencies. 

3. (Previously Presented) A method as set forth in claim 1 wherein the selected 
frequencies comprise at least fifteen different frequenue*. 

4. [Original) A method as set forth In clai m 1 wherein the Steps are carried nut 
without diluting the hydiueaibon liquid, 

5. (Original) A method as set forth in claim 4 wherein the steps of the method are 
carried out substantially instantaneously. 

6. (Original) A method as set forth in claim 5, wherein the. detected scattered 
acoustic energy is back-scattered avoustic energy. , 

7. jPievinudyl'rcscnted) A metLcd as set forth m 

acoustic energy is detected over a frequency ran^e nl from about 0.1 MHz tu about. 20 MHs, 



3- 



231^66 
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8. [Previously Presented) A method as set forth In claim 7, wherein the scattered 
fistic energy is detected over a frequency i«n^ of from about 0 J 

9. [Previously Pr^^^^ 
acousric energy is de^ 

10. (Original) A method as set forth in claim 1, wherein the delecting is carried out 
by at least one 9Cnaor which sensnr is incorporated in a signal input probe. 

11. (Original) A method aa set forth in claim 1 , wherein the detecting is carried out 
by at least, wic sensor which swiisor is separate from a signal input probe. 

1 ?,. (Withdrawn) A method as act forth in claim 1 J , wherein the siRoal input probe 
and the se^snr are located bo that the signal direction of the probe intersects the signal 
directum of the. sensor at an angle of less than about 90 s . 

13, (Withdrawn) A raethud as set forth in claim 1.2, wherein the Signal input piohe 
and the sensnr ate located $0 that the signal direction of the piobe intersscta the signal 
direction of the sensor at an angle uf less than about 60*. 

14. (Withdrawn) A method as set forth in claim 13, wherein the signal input probe 
and the sensor arc located so that the signal direction of the probe intersects the signal 
direction of the sensor at an angle of less than about 45°. 

15., (Previously Presented) A method as set forth in claim 1, wherein the resolving 
of the amplitude veisus time data comprises paling the. detected scattered acutisinc energy to 
that pan of the delected energy emanate 
amplitude versus time, data into a maj^cude L^quency format 

16. (Previously Presented) A method as set forth in claim 1; wherein the pulses of 
acoustic energy are applied as a tone-burst and the step of resolving of the amplitude versus 
time, data comprises detecting the magnitude of the scattered energy at selected frequencies. 
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1 7, [Piwkmsly Presented) A method as set forth in ekim 1, wherein the averaging 
over the series of pub™ the magnitude for each pulse at «A sdretad frequency produces an 
average of the magnitude for each selected frequency, and the H R tcrmining of the inoperative 
state of the avphaltema b effected by comparing the that averap for each selected i equency 
vtith a standard. 

1 8- (Origical) A method as set forth in claim 1 7, wherein the standard is a sample 
of known portick size. 

■IP. (Original) *i method as set forth in claim 17, wherein die standard is a model 
of particle size based on scattering theory. 

20. (Original) A method as set forth in ekim 1, wherein the oil containing 
^phaltcncs is in a process flow stream and the sigudl af acoustic energy is applied to the Oil in 
the process flow stream. 

21 . [Previously Presented) A method for xuea&nring the agglomerative state of 
asphaltencs in an oil containing aaphaltenes compriMii^; 

a. removing a sample of the oil and without, diluting the oil; 

b. applying to the sample a series of pulses ul acoustic cnergy ; each pulse comprising 
acoustic energy at multiple tequencics, thereby scattering at least port of the energy,- 

c. detecting, for each of a plurality of pulses in Lhe senca, the magnitude of the. 
scattered acoustic energy at sderjed frcqucncie$ to produce amplitude versm time data? 

d. resolving the amplitude versus time data to ubta i n a magnitude of the detected 
stuttered aenuatic energy at selected incremental frequencies; 

c. averaging over the plurality of pulses the magnitude for each pul$c at each 
selected frequency; 

{. deriving from the averaging * distribution of the relative size of a&phaltene 
partkles scattering acoustic energy; and 

j>. determinmg the affilomeraiive state of the asphaltene pa nicies. 

22. (Original) A method as in claim 20, having the additional s(*p of returning the 
undiluted oil sample. 

1919866 " 5 " 
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23. (Withdraw*) A method for measuring llm agglomerate state of asphalted in 
uil confining asphaltenes, comprising applytaR to the oil a serica' of pulses of acxhisi ic energy, 
each pulse comprise acoustic energy at multiple W™\ thereby scattering at km part of 
the energy; detecting for each uf a plurality of pulses iu ihc *erica, the scattered acuosUc energy 
to produce amplitude versus lime clAtA; resolving the ampliuide versus time data to obtain a 
nu&niiude nt the detected scattered acoustic energy at selected frequencies averaging over the 
plurality of pukes the magnitude for each pulse at each selected frequency and determining 
from the averaging the agglomerate stale of the aaphaltenes, wherein the oil containing 
asphaltenes is in a proccas flow stream, and wherein the method is carried out in a tench-scale 
device. 

24. (Previously Presented) A method for controlling the agglomeration of 
asphaltenes in oil which comprises applying a series of pulses of acoustic energy to the oil, each 
pulse comprising acnustic energy at multiple frequency thereby scattering at least a part of 
the energy, detecting, for each of a plurality of pulses in the series, the scattered energy at 
selected frequencies to produce amplitude versus Lime data; resolving the amphtude versus 
tune data to obtain a magnitude of the detected scattered energy at selected incremental 
frequencies, averaging over the plurality of pulses the magnitude for each pulse at each selected 
frequency to obtain average magnitude versus Inequenry data, comparing the average 
magnitude versus frequency data with a standard; and acting to control the number nt particles 
having a panicle si/p. corresponding to the selected inmmcntal frequencies. 

25. [Previously Presented) A method as set forth in claim 24, wherein the selected 
frequencies are limited 10 a frequency range of acoustic energy scattered by the a^mcr^rpii 
aanhaltcne particles characteiisLic of the Oil- 

26. (Previously Presented) A method as set forth in claim 24, wherein the scattered 
acoustic energy is detected over a frequency range of from about 14 MHz to about 20 MHz. 



£319366 
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REMARKS 

Given that the Board reversed the Office's obviuusncssmjectionof dalms 1-19, 
Applir-mt submits that the allowance of only claim 23 is improper. No rejection remains as to 
daiius ) %\ 4. Moreover, claims 1 - 1 1 and 1 5 - 19 are now subject only to the obviousness- 
type double patenting rejection aud so should be allowable upon Applicant's filing of a terminal 
disclaimer. Likewise only an obviousjiess-typc double patenting rejection remains as to claims 
20 - 29. and 24 - 26. Applicant submits herewith a teiminal disclaimer to overcome the 
doable patenting rejection of claims Ml, 1 5-22, and 24 26. Applicant herehy cancels claims 
12-14 and 23 r which are not subject to ihe double-patenting rejection, in the present 
application. Applicant would like to pursue l.hw^ckims in a separate applicatiori. 

CONCLUSION 

The obviousness-type duubfc patenting rejection was the only remaining rejection in 
(he prosecution of the present application. Upon filing of the terminal disclaimer, Applicant 
believe* that all of the rejections and objections in the present application harve. been obviated, 
overuun r, or rendered moot. Bavorabk consideration and early allowance ul Ihr. present 
application arc earnestly solicited. 

Respectfully submitted, 




Kenneth Solomon, Reg. No. 31,42/ 

Thompson Coburn LLP. 

One US Bank Plaza 

St Louie, Missouri 63101 

Telephone: 314 552-6297 

Pax: 314-552-7297 
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PTWSBEi (01-09) 
Approved lor uxc tfirtvflh W31«eoe. ORIS OSW-OWI 
U.S. PttMt and ToMonark OMok U.a DEPARTUEHT OF COMMERCE 
UndvtfiD Pw*wo* foduditti Act a t i wSy re fanm df roqutnftd to ropond to a coDtflon of tntortnaaon untaw It Utoptay* a vaHd OMB ooatrol nuwNf. 

| Docket Number (Optional) 



TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING 
REJECTION OVER A PRIOR PATENT 



5601CU074 



inraAwUcatjofiot, Gregory M. Jonas, ct fit. 

Application Noj 63/509,126 

Filed: Man* 22,2000 

Fan Mewureiientandeorrtrolcrfa^ 

ITha ownar* BaVcf Huahee. Inc. __. of 100 percent interest in tht Instant appticatlon hereby 

disclaim* except as prewtded bfllcnv, the termJrval part of the statutory term of any patent granted ort the Instant application, 
wMch would extend beyond the expiration dais of Ate hid statutory term defined in 35 U.S.C. 154 and 173, ao presently 

»honerw* by any terminal diadaimor, or prior Potent Na s.»fl W7 , The owner neraby ao^m thm any patent 

as fltanied on tr» inatsnt application shall be enforooabie only for and during *»ch parted that K and the prior paten are 
commonly owned. This agreement runs wtth any patent granted on tho instant application and is binding upon the grantee* 
MB weeesaore & assign*. 

in makbtg me abow disclaimer, the owner does not disclaim the terminal part of any patent granted on the instant 
application that would extend to the expiration date of tho foil statutory term as defined In 39 U.S.G. 154 and 173 of the 
prior patent, aa presently ahortened by -any terminal atedairrw, in the avert that it later, expires tor failure to pay a 
maintenance tee, to held unanfcHteabte. if found invalid by s court of carnpatvii jurisdiction ie statutorily disclaimed m 
n^hQte or lermlnaDy dfoctaimod under 37 cfr 1.321, has ell daima canceled by a roexamtnatton r^rtiflcate, is roieeued. or 
li in any mounter terminated prior to the expiration erf la full statutory term as proaendy enorunod by any terminal 
ofccWmer. 

Cneac ettnsr bo* 1 ui 2 betow< if appropriate, 

1. 0 hot ftubmisslom un behalf of an ownlzation (e.$., corporation, partnership, untottitv. oovemmant agency, 
eta I the undersigned is empowered to nt;l *i bahaif of the organisation. 

1 hereby declare mat all statements made herein of my own knowledge are tnw and that all atatamonte made en 
iufuinaiion and belief ore baltoved to be true: and furthar that these atetementa were made with the knowbclgi* that willful 
lsise statements and tha 13w ao made ore punishable by fine or imprisonment, or both, under Section 1TOT of Title 1B of 
the United States Cod* arm that wHtfut fabe etetemanta may jeopard o» the vaBrtey of tha application or any patent 
tsEuad Ihcfoon. 

z Q Th* undersigned to an attorney or agent ot record. 




gBl-37B~B773 



t^hono Number 

^| Terminal rfbdarnerfee under 37 CFR l.20[d)iainduiied. 

WARNING: information on thte form may become publte. Credit c«nf information should not 
ba Included on this form, rVovlde credtt card information and authorization on PTO-2038, 

•Statement under 37 O'R 3.73(b) is required if terminal dt&datmef la signed by tho assignee (owner) 
FormPTO/Se^rrayljeiisdf* 

TN» cofl«ctlco d JrttomalJofi to raquifsd 37 u>ft ttm tofbrmatort to rBquiwI to attain or rctfn a baneflt by th# public vw^cfi tumfto ^nd iy tr» USPTO 
to pt t*«D #n eppfcation. CwTftitfiStWy k9 &ovtm»d by » u s^. J22 and 37 CFR 1.VL Dili eoMion la ftt«mat*l to taka 12 mtouiM to oonjiHaL fndudi no 
utitatofli prepew^, ana aubmafing 9>t tartymet ?p|Mai faun b tr« UdPTa Tims w(| wry dbMndha vpe* the hdW/*irt tut. Any commtnto w th» 
amuurt of 4ro you nqulre to aemplri* nt form onrunr xugpcdkxia tor radudn^ tNa buxden, oh«dd m wnt b IM C»of «immMTtfin Offlsr, U.S. Patent Httf 
Tradtmait OffeA U.& OcportrTMnl ?t uomrnm. p o am i49a Alexandra. VA 22313-^ 00 MOT SEND FEES oh COiIPL£TED taws TO TW3 
ADDRESC. SQfDTQi C^rMHlwtf^ PM^Piiaiu 1490, AlmndnXVA 323^1410. 

tfyait a ssd dttterat At flimpWnp m* twa. cm 7-aoap70«^^jatocrc^n£ 
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praiwrau viiwur 

U* wtona.dTtafcmwkOlie.i U.S. i>H»wrfMBJTOr COWMfc** 



Request 
for 

Continued Examination (RCE) 
TRANSMITTAL 

Address 10: 
Mall Strip RCE 
Conimtooidwfof Patents 

KO, Box 1450 
Alfaandria.VA 22313-1450 



Ap/iUnation Number 



HtingDate 



First Named fnvontor 



Aii Unit 



Examiner Nnti)$ 



Attorney Docket Number 



09/509,126 



Mard;22 ( 7000 



2856 



Michael Cy^on 



6010/4074 (Our No. 56010/4074) 



This is 0 KeqiiQSt for Continued Examination (RCE) under 37 CFR 1.114 of the above-idcntlflod application 

1996, or to gny design application. f*c Instruction Sft«* for RCEs (not to Be submitted to the USPTO) on pap 2. 



1 [" submission required under 37 CFR 1.1141 Not* if the Rce is proper, eny previously filed unentered amendments end 
' 1 amendmerto crjcloeed with the RCE will be entered in the order in which they were filed unless appliiant instruct* oihenrffie. If 
applicant does nof wish to haw any previously filed unentered arrundrrientle} enU?ffld, applicant must request non-entiy of such 
arnerdmentfa). ; 
a. □ PrcvKHifily submilb^d. If a final Office action is ^standing, any amendments filed after Ihfc final Office action may be 
considered as e submission even if this box ia not checked. 

Q Consider the arajumdms in the Appttid BnV or Reply BriBf previously Hted on _ 

□ Cdhm ■ — — — 

Enclosed. 

B Amendment/Reply . iS. □ Information DtsrJosune Statement (IDS) 

□ Affldavlt( 5 yO«ilarationC3) lv. B Otr«r luminal Disdaimec __ . 

2. 1 Miscellaneous] 

a. □ Suspension of action on th* Hbuve-iaVntife^ 

period Of r months, [farted cT mpttv^n sun not exoeoU a months roc Ufidar 37 ChW i.17ffl rw^i*!) 

b. I ) Other , , , U 

3. | fee3 I The KCE »• undw OFR V1?(c>ic require by 37 CFR 1.114 wten the RUfc is filed, 

a H The Director b hereby suthm»/ftd to charge the following tees, or rredil any overpayment^ 
Deposit Acrnimt No. ££M)B25L 



I. 

b. S 
i. 



i. 

ii. 

iii. 

□ 

□ 



0 RCE fee rwy liiwd under 37 CFR 1 . 1 7[9) 

□ Ex6enftionofHrffl!l^(37CrR1,13ban<l1.173 

□ Other 

Check in tfia amount of $ - 



prised 



Payment by credrt card (FormV i o^w mciuMi^ 

WARNIHG: Inftmwtioii on this font* may become public. Credit canl information should not 
bo included on this form. Provide erodrt card Infnrmalioii and authorization on FTO'2038. 



SIGNATURE QF APPUCANTf ATTORNEY O* AQENT REQlflREO 
SQlogion | Registration bin. (Altomcy/to&it) | 31427 



3 




CERTIFI CATE OFMAtUNG Off TRAN$WS$X>N 

I fjtfe&y eertfr ft at this ttff&epgndanoe » fining deposited *iih the Unitad Gteteo P-s&l Sarac* vwltn cuffltient outage first otefi mail n an envemr* - 
aridxe-sed to; Mt- Ctep RCE. Corortfettoner w Patents. P.O. Box 1450, Abwandr^, VA3zar*-i450 on&rakrila transmitted to the U.S. Pat*rt _nd T-*«marK 



Kenneth Solomon 



n a bemfirby Un» public wMeh is 



rtafa oofinmbiii uf informotion to rc<M>«d by 37 CFR 1 114. Tna tnr-rmilion Is required to pbbin or r«t*n a twrwrtt'by li« public which is to ilia (an* by ttie u*f^o 
lo procMS) pn affji^aton, ConUdcnf-liiy is govtmetf Dy :^ U.5C, 1 22 «nd 87 Cm 1.14, Thifi coBecttfi h eetf-mrd tu take 12 mlnutcg to compter, Indue 
03tr»n*fc, prepcrtng aij fiubmittinq the eewipletod appdcsiinft form to the U3PTO. Tima will vary dappndiftp ujxn ihe biditlduBl case. Any oomm«nte m in? 
wrount or &mt yon rpmim tu comp^fl M» ftfm andfer tuQo^tnnt for radudriu thts burian, shoiAJ be wnt » tfra Chlrf htfamation Qfflew , tifi. Patent and 
Trnttomark CtticA. u.5. rtapaibnant of Cammcn*. PA Bax ta, Alwrandrta, VA 2Z313-1450L DO WOT SfcM> PEES AR COMPlETtD rOftMS TO THIS 
AD0RESS. SEND i O: Man Atop rc£. Commlaa^ndr for Patoftt*, P.a hak 1 450, Atexpidrli, VA 22MM4W, 
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